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THE REPLY FILED 23 June 2005 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

I. 13 The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 

' this application, applicant must timely file one of the following replies: (1 ) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or 
(3) a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the 
following time periods: 

a) 13 The period for reply expires 6_months from the mailing date of the final rejection. 

b) n The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In no 

event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 

MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1 .1 36(a). The date on which the petition under 37 CFR 1 .136(a) and the appropriate extension fee have 
been filed Is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 37 
CFR 1 .1 7(a) is calculated from: (1 ) the expiration diate of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth in (b) 
above, if checked. Any reply received by the Office later than three months after the mailing date of the final reaction, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 .704(b). 
NOTICE OF APPEAL 

2. 13 The Notice of Appeal was filed on 23 June 2005 . A brief in connpliance with 37 CFR 41.37 must be filed within two months of 
the date of filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the 
appeal. Since a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 

AMENDMENTS 

3. n The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) IZ] They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) n They raise the issue of new matter (see NOTE below); 

{c)\3 They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 
appeal; and/or 

(d)n They present additional claims without canceling a corresponding number of finally rejected claims. 
NOTE: . (See 37 CFR 1.116 and 41.33(a)). 

4. □ The amendments are not In compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. S Applicant's reply has overcome the following rejection(s): 112. second: and 112. first (enab. & written, partiv) . 

6. D Newly proposed or amended claim(s) would be allowable if submitted in a separate, tinheiy filed amendment canceling 

the non-allowable clalm(s). 

7.13 For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) |3 will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: 23-27,33 and 37-39 . 

Claim(s) objected to: . 

Claim(s) rejected: 34-36 . 

Claim(s) withdrawn from consideration: 1-22 . 
AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary 
and was not earlier presented. See 37 CFR 1.11 6(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1). 

10. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

II. 13 The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

claims 34-36 does not define the target enzvme as in claim 33.. 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). 

13. □ Other: . 
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1. Applicants' Amendment after final filed June 23, 2005 is acknowledged. The amendment 
has been entered. Claims 23-27 & 33-39 are pending in this examination. Claims 28-32 were 
previously caiicelled. Claims 1-22 remain withdrawn, as being drawn to a non-elected invention, 
the requirement having been traversed. 

2. Claims 23-27 & 33-39 are pending and under consideration in this examination. 

3. Any objection or rejection of record which is not expressly repeated in this Office Action 
has been overcome by Applicants response and withdrawn. 

4. Rejoinder- Process claims that depend from or otherwise include all the limitations of the 
patentable product will be entered as a matter of right if the amendment is presented prior to final 
rejection or allowance, whichever is earlier. Amendments submitted after-final rejection are 
governed by 37 CFR 1.1.16; amendments submitted after allowance are governed by 37 CFR 
1.312. 

As indicated above, and in the prior Office Action method claims will be rejoined 
provided they are of the same scope. So far the claims are not patentable, and the withdrawn 
process claims therefore cannot be rejoined. 

5 . Claim Rejections - 35 USC §112 (first paragraph) 

Enablement 

Claims 34-36 are rejected under 35 U.S.C. 1 12, first paragraph, because the specification, 
while being enabling for an isolated modified target enzyme of SEQ ID NO: 2 [Bacillus sp. 
Cellulose 103], wherein catalytic triad Ser-His-Glu is modified to another amino acid, and 
wherein the catalytic triad conprises a first member, a second member and a third member, and 
said first member is proton donor, said second member is Histidine 200 residue in the Bacillus 
cellulase 103 sequence (SEQ ID NO: 2), and said third member is Serine 227 residue in the 
Bacillus cellulase 103 sequence (SEQ ID NO: 2), does not reasonably provide enablement for 
any target enzyme fi'om any source modified to comprise a catalytic triad to include a first 
member proton donor, a second member being equivalent to His-200 and a third member being 
equivalent to Ser-227 residue of SEQ ID NO: 2. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make and use 
the invention commensurate in scope with the claims. Factors to be considered in determining 
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whether undue experimentation is required, are summarized in In re Wands (858 F2d 731, 737, 
8 USPQ2d 1400, 1404 (Fed. Cir 1988))[ Ex parte Forman [230 USPQ 546 (Bd. Pat. App. & Int. 
1986)]. The Wands factors are: (a) the quantity of experimentation necessary, (b) the amount of 
direction or guidance presented, 8 the presence or absence of working example, (d) the nature of 
the invention, (e) the state of the prior art, (f) the relative skill of those in the art, (g) the 
predictability or unpredictability of the art, and (h) the breadth of the claim. The factors most 
relevant to this rejection are [the scope of the claims, unpredictability in the art, the amount of 
direction or guidance presented, and the amount of experimentation necessary]. 

The claims are drawn to enconpass any modified target enzyme from any source that 
includes the three member modified catalytic triad construct having first member proton donor, a 
second member is Histidine 200 residue in the Bacillus cellulase 103 sequence (SEQ ID NO: 2), 
and a third member is Serine 227 residue in the Bacillus cellulase 103 sequence (SEQ ID NO: 2). 
The specification, however^ only discloses a single modified target enzyme of SEQ ID NO: 2, a 
Bacillus cellulase 103 sequence wherein the triad is modified to include a proton, His200 and 
Ser227. There is no disclosure or description of a construct incorporating such a modified 
catalytic triad comprising a 'a proton, His200 .and Ser227' into enzyme from any other source in 
order to alter the pH profile of any of the target enzyme. 

Bacillus cellulase 103 sequence of SEQ ID NO: 2 as given in the sequence listing 
consists amino acid residue glutamate (E) at position 139, glycine (G) at position 200 and 
aspartate (D) at position 227. It is impossible to determine the equivalence of these positions in 
any target enzyme, because the catalytic triad defined by the prior art varies among different 
enzyme. For example, the catalytic triad for some lipase is shown to be 'Serine-Histidine- 
Aspartate' and for some 'Serine-Histidine-GIutamate' [Lowe, M. E. Biochimica et Biophysica 
Acta (1996 July 26) 1302 (2) : 177-83]. Further it is well known that there are different classes of 
lipases [lipases A, B, C, ext.] and very little sequence homology. Therefore, one skilled in the art 
would not know how to equate the positions of the triad in Bacillus cellulase 103 sequence of 
SEQ ID NO: 2 to that from any target enzyme. 

While recombinant techniques are known, it is not routine in the art to screen mutations 
from among the numerous enzyme as to which among the numerous would fimction differently 
that the original sequence of SEQ ID NO: 2, thus leading to unpredictability. The specification 
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does not identify any distinguishing properties of the catalytic triad obtained from SEQ ID NO: 2 
which will have a universal applicability for any enzyme known in the prior art, in order that a 
person skilled in the art can modify any target enzyme from any source based upon the teachings 
of a single construct. 

The scope of the claims is not commensurate with the enablement provided by the 
disclosure with regard to the extremely large number of target enzyme(s) broadly encompassed 
by the claims. 

Thus, applicants have not provided sufficient guidance to enable one skilled in the art to 
make and use the claimed invention in a manner reasonably correlated with the scope of the 
claims. The scope of the claims must bear a reasonable correlation with the scope of enablement 
( In re Fisher , 166 USPQ 19 24 (CCPA 1970)). Without sufficient guidance, isolation and 
construction of any target enzyme comprising a catalytic triad construct obtained from SEQ ID 
NO: 2 is unpredictable and the experimentation left to those skilled in the art is unnecessarily, 
and improperly, extensive and undue. See In re Wands 858 F.2d 731, 8 USPQ2nd 1400 (Fed. 
Cir, 1988). 

Written Description 

6, Claims 34-36 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claims 34-36 are directed to any target enzyme from any source modified to comprise a 
catalytic triad to include a first member proton donor, a second member being His-200 and a 
third member being Ser-227 residue of SEQ ID NO: 2. The specification discloses an isolated 
modified target enzyme of SEQ ID NO: 2 [Bacillus sp. Cellulose 103], wherein catalytic triad 
Ser-His-Glu is modified to another amino acid, and wherein the catalytic triad comprises a first 
member, a second member and a third member, and said first member is proton donor, said 
second member is Histidine 200 residue in the Bacillus cellulase 103 sequence (SEQ ID NO: 2), 
and said third member is Serine 227 residue in the Bacillus cellulase 103 sequence (SEQ ID NO: 
2). . 
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The specification, however, only provides a single representative species of the triad 
construct in SEQ ID NO: 2. There is no disclosure of any particular structure to 
function/activity relationship in the single disclosed species to other species where such 
sequences are conserved in order to establish a relationship among species in order to 
identify other enzyme(s) from any source where such a modification may result in a function, 
similar to the triad construct taught in the single example. The specification also fails to 
describe additional representative species which may have similar or related triad domain or 
regions which may be readily identified by any identifying structural characteristics and used 
in the preparation of the triad constructs, for which no predictability of structural 
characteristics are apparent. Given this lack of additional representative species, and lack of 
structure; and where no structure to ftinctional relationship is apparent, Applicants have 
failed to sufficiently describe the claimed invention, in such full, clear, concise, and exact 
terms that a skilled artisan would recognize Applicants were in possession of the claimed 
invention. 

7. Applicant's amendment filed June 23, 2005 has overcome rejections of claims 23-27, 33 
. & 37-39. 

Applicants do not address any of the issues raised in the rejections under enablement and 
written description requirement, perhaps with the view that the claim as amended would 
overcome these rejections. 

Therefore, no response to any arguments are due. 

8. Status of the claims : 
Claims 34-36 are rejected. 

Claims 23-27, 33 & 37-39 are allowed. 

Claims 28-32 were previously cancelled. Claims 1-22 remain withdrawn, 

9. Any inquiry concemiag this communication or earlier communications from the examiner should be 
directed to Tekchand Saidha whose telephone number is (571) 272 0940. The examiner can normally be reached on 
8.30 am - 5.00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Pomiathapu 
Achutamurthy can be reached on (571) 272 0928. The fax phone number for the organization who-e this application 
or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR 
or Public PAIR- Status information for unpublished applications is available throu^ Private PAIR only. For more 
information about the PAIR syst^, see http://pair-direct.uspto.gov. Should you have questions on access to die 
Private PAIR system, contact the Electronic Business Cento- (EBC) at 866-217-9197 (toll-free). 
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